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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 4/05/07 appealing from the Office action 
mailed 7/19/06. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6057403 Sullivan et al. (USPN 05-2000 
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6562906 Chen 05-2003 

5779562 Melvin et al. 7-1998 

Farrally et al. "Materials Selection for Non-Wound Cores" Science and Golf III, copyright 

1999, pp. 411-412 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: . 
Claim Rejections - 35 USC § 112 

Claims 1-10, 13-19, 36 and 37 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The specification does 
not disclose the material for the mantle layer being non bi-modal. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1-3, 7, 8, and 10 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sullivan et al. (USPN 6057403) in view of Farrally et al. (Science and 

Golf III) and Chen (USPN 6562906). 
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Regarding claim i , Sullivan et al. discloses a golf ball having a core 50 
comprising a butadiene, a mantle 52 comprising an ionomer, and a cover having an 
inner cover 54 and an outer cover 56 wherein the inner cover comprises a blend of 
ionomers, and the outer cover comprises a thermoplastic polyurethane. Sullivan et al. 
does not disclose the particular amount used for the core or the type of ionomer used 
for the mantle layer. Farrally et al. discloses that a typical core composition comprises a 
high-cis polybutadiene, 3-40 parts by weight of 40 parts by weight of a metal oxide 
activator, 1 5-40 parts by weight of a co-crosslinking agent comprised primarily of a zinc 
salt of an unsaturated acrylate, and 0.5 to 5 parts by weight of a free radical initiator 
(See Table 51 .4 on page 41 1 ). One having ordinary skill in the art would have found it 
obvious to use any amount within the above, core composition, as taught by Farrally et 
al, because it iscommonly known within the art to use such amounts. Chen discloses 
an ionomer resin useful in golf ball covers and intermediate layers wherein the 
composition comprises an ionomer terpolymer having 2 to 30% acid and up to 35% of a 
softening comonomer and the copolymer 40% to 100% neutralized (See Summary of 
the Invention and Column 4, lines 1 through 7). Based on the above the ethylene 
component must be within the range of 35 to 98%. Chen also discloses that the 
softening comonomer may be an alkyl acrylate wherein the alkyl acrylate and notes that 
the acid copolymers include ethylene/acrylic acid/n-butyl acrylate (See Columns 3 and 
4). Furthermore, it should be noted that the mantle layer disclosed by Sullivan et al. is a 
form of covering being that it covers and encloses the core; therefore, one having 
ordinary skill in the art would have found it obvious to employ any amount of the 
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composition of Chen into the mantle layer of Sullivan et al., in order to improve the 
resilience of the golf ball. 

Regarding claim 2, Sullivan et al. disclose the core having a diameter of 0.5 to 
1.25 inches (See Column 32, lines 1 through 14). 

Regarding claim 3, Farrally et al. notes that the higher the cis, the higher the 
COR and also notes that the cis is dependent on the type of catalyst used for the rubber 
(See Table 51.5 and Page 412). One having ordinary skill in the art would have found it 
obvious to have the polybutadiene of any cis, as taught by Farrally et al., in order to 
obtain the COR desired for the golf ball. 

Regarding claim 6, Chen discloses the metal ion being magnesium (See Column 
3, lines 28 through 36). 

Regarding claim 7, Sullivan et al. discloses the inner cover having a Shore D 
hardness of 65 or more, wherein he notes the inner cover may be as high as 70 and 
having a thickness of 0.03 to 0.07 inch (See Paragraph bridging Columns 8 and 9 and 
Column 5, lines 50 through 55). 

Regarding claim 8, Sullivan et al. disclose the outer cover having a thickness of 
0.03 to 0.06 inch and a Shore D hardness of 55 or less. Applicant claims an outer cover 
having a Shore D hardness of 56 to 62 but does not disclose why a Shore D hardness 
of less than 56 would not produce the claimed invention. Furthermore, the applicant is 
only concerned with the Shore D hardness being greater than 53 (See Paragraph 0016 
of Applicant's Specification). One having ordinary skill in the art would have drawn from 
the Sullivan et al. that the hardness js obvious. The outer cover layer would perform 
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equally as well at a Shore D of 55 as that of the applicant because it increases the spin 
and feel of the golf ball. 

Regarding claim 9, Sullivan et al. does not explicitly disclose the specific gravities 
of each layer. Though not explicitly disclosing the specific gravities of each layer, one 
skilled in the art would drawn from Sullivan et al. that the specific gravity of each layer 
may be of any value. Sullivan et al. notes that each of the layers may contain additives 
such as fillers, etc. Fillers are additives which are known for adjusting the specific 
gravity of golf, ball layers. One having ordinary skill in the art would have found it 
obvious to have the specific gravity of any amount so long as the goals set forth by 
Sullivan et al. are attained. 

Regarding claim 10, Sullivan et al, discloses fillers added to the golf ball wherein 
the filler are from the group of titanium dioxide, zinc oxide, and barium sulfate (See 
Column 19, lines 48 through 64: and Column 27, lines 60 through Column 28. line 5). 
2. Claims 1, 2, 4, 5, 7, 8, 10, 13-16, 18, 19, 36, and 37 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Melvin et al. (USPN 5779562) in view of Chen 
(USPN 6562906) 

Regarding claims 1, 2, 4, 5, 7, 8, 10, and 13-16, Melvin et al. discloses a golf 
balls having a center layer comprised of a diene rubber having a diameter of 10 to 
35mm, or 0.39 to 1 .38 inches, a middle layer comprising a thermoplastic material having 
a thickness of 2.5 to 10mm, or 0.1 to 0.4 inches and having a Shore C hardness of 30 to 
90, or Shore D 15 to 60, an inner cover layer comprised of a blend of ionomers, having 
a Shore D hardness of greater than 60, and an outer cover layer comprised of a 
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thermoplastic polyurethane and having a Shore D hardness of 55 or less and a 
thickness of 0.01 to 0.10 inch (See Figure 1, Column 5, lines 10 through 51; Column 9, 
lines 20 through 47; Column 12, lines 30 through 59; Column 14, lines 19 through 26 
and Paragraph bridging columns 14 and 15; and Column 18, lines 34 through 42). 
Melvin et al. does not explicitly disclose the compression of the center layer. Melvin et 
al. discloses the composition of the center layer being a high cis polybutadiene, 17 to 23 
parts of a co- crosslinking agent, 2 to 30 parts of a metal activator, and 0.1 to 10.0 parts 
of a free radical initiator (See Column s 5 through 7). Melvin et al. considers the 
amounts within the above range being typical amounts. Being that Melvin et al. 
anticipates the amounts of that of the applicants at points, one having ordinary skill in 
the art would have drawn therefrom that the center layer of Melvin et al. inherently 
meets the deflection range of that claimed by the applicant; therefore, one having 
ordinary skill in the art would have found it obvious to have any of the above amounts 
for the center layer, as taught by Melvin et al., in order to improve the COR, 
compression, and hardness of the core. Melvin et al. does not disclose the ionomer 
terpolymer being neutralized 100% by magnesium. Chen discloses an ionomer resin 
useful in golf ball covers and intermediate layers wherein the composition comprises an 
ionomer terpolymer having 2 to 30% acid and up to 35% of a softening comonomer and 
the copolymer 40% to 100% neutralized (See Summary of the Invention and Column 4, 
lines 1 through 7). Based on the above the ethylene component must be within the 
range of 35 to 98%. Chen also discloses that the softening comonomer may be an alkyl 
acrylate wherein the alkyl acrylate and notes that the acid copolymers include 
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ethylene/acrylic acid/n-butyl acrylate (See Columns 3 and 4). One having ordinary skill 
in the art would have found it obvious to neutralized the ionomer 100% with magnesium, 
as taught by Chen, in order to improve the resilience of the golf ball. 

Regarding claim 19, Melvin et al. comprises filler selected from the group of zinc 
oxide, barium sulfate, titanium dioxide. Furthermore, all of the above fillers are generally 
known within the art to be pigments used for cover layers. 

Regarding claims 9, 18, 36, and 37, Melvin et al. does not explicitly disclose the 
specific gravities of each layer. Though not explicitly disclosing the specific gravities of 
each layer, one skilled in the art would drawn from Melvin et al. that the specific gravity 
of each layer may be of any value. Melvin et al. notes that each of the layers may 
contain additives such as fillers, etc. Fillers are additives which are known for adjusting 
the specific gravity of golf ball layers. One having ordinary skill in the art would have 
found it obvious to have the specific gravity of any amount so long as the goals set forth 
by Melvin et al. are attained. 

3. Claims 3 and 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Melvin et al. in view of Chen (USPN 6562906) further in view of Farrally et al. (Science 
and Golf III). 

Regarding claims 3 and 1 7, Melvin in view of Hagman does not disclose the cis 
content of the polybutadiene. Farrally et al. notes that the higher the cis, the higher the 
COR and also notes that the cis is dependent on the type of catalyst used for the rubber 
(See Table 51 .5 and Page 412). One having ordinary skill in the art would have found it 
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obvious to have the polybutadiene of any cis, as taught by Farrally et al., in order to 
obtain the COR desired for the golf ball. 
(1 0) Response to Argument 

Appellant argues the following issues: 

a) The amendment to the claims before the final rejection does not create a new 
matter or written description issue because one skilled in the art would recognize that 
the material for the mantle layer is non-bimodal; and 

b) the Chen reference does not teach the ionomer being bi-modal and teaches 
away from the composition being 100% neutralized. 

The examiner disagrees with the above issues argued. 

With respect to the new matter/written description issue, MPEP 2163 recites that 
new or amended claims which introduce elements or limitations which are not supported 
by the as-filed disclosure violates the written description requirement. Appellant has not 
set forth any evidence showing that one skilled in the art would recognize the 
composition to be non bi-modal from reviewing the disclosure. Appellants state that it is 
willing to submit a declaration under 37 CFR 1 .132 to show the disclosed composition 
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being non bi-modal. Being that the case is up for review for the Board of Appeals and 
Interferences, a declaration should be submitted to show such. Further, even if the 
composition disclosed was supported by the specification, the appellant has not 
distinguished the difference between bi-modal and non bi-modal and the criticality of 
using non bi-modal versus bi-modal. 

With regards to the Chen reference, see the above. Also Chen discloses that 
about 40 to 100% of the acid is neutralized. The appellant makes the argument that 
Chen preferably neutralized 50 to 85%, however, the appellant failed to realize that prior 
art is not limited to the specific examples of the disclosure and are revelant for all that it 
contains (See MPEP 2123 and 2124). The fact of the matter is that Chen discloses an 
ionomer composition for use in golf ball being 100% neutralized. Further, Chen 
discloses that the composition may be used for covers, cores, intermediates layers, or 
for one-piece balls. Because of the above, the examiner believes Chen to be 
anagalous and not teaching away for the invention claimed by the appellant. 
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Majority of the arguments presented by the appellant revolve around the Chen 

reference. See the above regarding Chen for addition rejections being challenged by 

the appellant. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 




T4AS TC3700 



Appeal Center Application Website 



Page 1 of 1 



f SIRDEV MIS INTRANET 

* > tr^j^jHiw*^ ■ MUfcM * * MN « m*m*m < ■■■■■■■■ . i .. . L ... i.. 



Day : Thursday 
Date: 26-Jul- 
2007 

Time: 13:51 



APPEAL CENTER RETURN 



Application Number: 10682321 

Examiner: ALVIN, HUNTER 



Date: 25-JUL-07 
GAU: 3711 



Appeal Document(s) that caused this Return 

* Examiner's Answer 

Reason for Return (from Appeal Specialist to Examiner) 

The Examiners Answer dtd 06/25/07 does not contain the printed or typed 
name of the second conferee. Everett Wms. x2-3619 

RESPONSE (by Examiner) 

After correcting n oted items (above) th at require paper to be sent to the Appellant, 
please click here: [«^. a » il a t %^ e i^ej3,ti B 1 then forward the appropriate documents foi 
mailing and scanning, per TC procedures. 

After correcting noted items (above) that do not require paper to be sent to the 
Appellant, 

please click here: [™No*Mail*^ to close the website. 



To go back use Back button 'on your browser toolbar. 



Back to PALM | ASSIGNMENT | OASIS Home page 



http://sirdev-is/AppealCenter/examiner.pl?appMd=l 068232 1 



7/26/2007 



